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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM AH b)D Some * c)D None of: 

1 .£3 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1) ^ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) Information Disclosure Statement(s) (PTO/SB/08) 
Paper No(s)/Mail Date 8/18/04 . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20060926 



Application/Control Number: 10/815,395 Page 2 

Art Unit: 3739 

DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 4, 5, and 6 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 4 and 6 recite "preferably". This language renders the claims indefinite 
because it is not clear whether the claims are positively limited by the language that 
follows "preferably". Therefore, the metes and bounds of the claims are not clearly set 
forth as required. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,4, 7-10, and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Crainich (U.S. Pat. No. 5,549,637). 

Regarding claim 1, Crainich discloses a surgical instrument comprising an 
instrument handle 12 linked to a proximal end portion of a tube shaft 14 (Fig. 1), the 
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tube shaft having a distal end portion linked to an instrument head 20a (Fig. 1), so as to 
allow the instrument head 20a to bend (arrow P) relative to the tube shaft 14 (Fig. 1), 
the instrument head further comprising a rotatably (arrow T) supported effector 16, 92 
(Figs. 1 and 6) having at least one pivotable engaging element (inherently pivotable 
forceps disclosed at col. 8, In. 42-47), the instrument handle having a plurality of 
manipulators and/or operating mechanisms 66, 38, 90, 96 for operating the instrument 
head and/or the effector (Fig. 1), wherein a first manipulator 66 further comprises an 
operating element having the shape of a rotary knob and being rotatably supported on 
the instrument handle (col. 6, In. 34-58 and Figs. 1, 6, and 7). 

Regarding claim 4, Crainich discloses the surgical instrument according to claim 
1 , wherein the first manipulator 66 in the shape of a rotary knob is rotatably arranged at 
a distal end portion of a handle member of the instrument handle 12 and is preferably 
inclined with respect to the longitudinal axis of the instrument handle (Fig. 1). If the long 
axis of the non-moving grip of handle 12 is taken as the longitudal axis, then the first 
manipulator 66 is inherently inclined with respect to the longitudinal axis of the 
instrument handle. 

In addition, since the claim only recites "preferably", the last limitation is not 
deemed to be positively recited. Therefore, it is not necessary to meet that limitation. 

Regarding claim 7, Crainich discloses the surgical instrument according to claim 
1 , wherein the first manipulator 66 forms the distal tip of the instrument handle 12 (Fig. 
1). 
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Regarding claim 8, Crainich discloses the surgical instrument according to claims 
1 and 7, wherein the first manipulator 66 is adapted to be operated by the fingers of a 
human hand (inherent, see Fig. 1). 

Regarding claim 9, Crainich discloses the surgical instrument according to claim 
1, wherein the first manipulator 66 is operatively connected, via a gear train 76, 56, 58, 
to the effector 16, 92 (col. 5, In. 39 - col. 6, In. 58 and Figs. 1, 6, and 7). 

Regarding claim 10, see the references in the preceding rejection of claim 9. 

Regarding claim 13, Crainich discloses the surgical instrument according to claim 
1, wherein the instrument handle 12 has an economically shaped handle member on 
which the manipulators and/or operating mechanisms 66, 38, 90, 96 of the instrument 
handle are supported (Fig. 1). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 2 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Crainich ('637) in view of Freitas (U.S. Pat. No. 5,472,451). 

Regarding claim 2, Crainich discloses the surgical instrument of claim 1, wherein 
the instrument handle 12 forms an operating mechanism 18, 34a-b, 38 for bending the 
instrument head with respect to the tube shaft 14 (col. 3, In. 34 - col. 4, In. 28 and Figs. 
1 , 4, and 5). The claim differs from Crainich in calling for the instrument handle to be 
pivotably linked to the tube shaft at the proximal end portion. Freitas, however, teaches 
a surgical instrument, wherein an instrument handle 18 is pivotably linked 29 to a tube 
shaft 1 1 at a proximal end portion in order to provide an adjustable orientation to 
facilitate surgery (col. 1, In. 13-45 and Figs. 6-9). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have made the 
instrument handle of Crainich pivotably linked to the tube shaft at the proximal end 
portion in view of the teaching of Freitas in order to provide an adjustable orientation to 
facilitate surgery. 

Regarding claim 6, see the preceding rejection of claim 4. 

Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Crainich ('637) in view of Rose (U.S. Pat. No. 5,147,357). 

Regarding claim 11, Crainich discloses the surgical instrument of claim 1, 
wherein a lever-shaped manipulator 96 is arranged at a longitudinal side of the 
instrument handle 12 and is pivotable relative to the instrument handle and operatively 
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connected to the effector 16, 92 (col. 7, In. 36-50 and Fig. 1). The claim differs from 
Crainich in calling for the lever-shaped manipulator to be operatively connected via a 
gear train to the effector. As shown in Fig. 1 , Crainich discloses using lever 96 to 
actuate push rod 94. Crainich further discloses that this push rod can be used to actuate 
forceps (col. 8, In. 42-47). Rose then teaches using a lever-shaped manipulator with a 
push rod to actuate a gear train to open and close forceps jaws (col. 4, In. 17-42 and 
Figs. 1-6). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have the lever-shaped manipulator of Crainich 
operatively connected via a gear train to the effector in view of the teaching of Rose as 
an obvious way of using a lever actuated push rod to open and close forceps jaws that 
is known in the art. 

Regarding claim 1 1 , see the preceding rejection of claim 10. 

Allowable Subject Matter 

Claim 3 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Claim 5 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alex B. Toy whose telephone number is (571) 272-1953. 
The examiner can normally be reached on Monday through Friday, 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (571) 272-4764. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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